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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may ncrt be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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4. Claims 1-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kamke et al (Measurement of Resin and Wax Distribution of Wood Flakes, Forest 
Products Society, Vol. 46, No. 6 pgs 63-68). Kamke et al teaches a method for 
determining binder distribution on a sample comprising: contacting a sample with a 
transfer medium in a manner such that the binder present on the sample surface is 
transferred to the transfer medium, which is filter paper, (Introduction, citing Kuo et al.); 
exposing the transfer medium to ultraviolet radiation to make the binder fluoresce 
(Materials and Methods); imaging visible wave emissions of the fluorescing binder 
present on the transfer medium onto a camera (Materials and Methods); converting the 
image generated to an electronic signal and relaying the electronic signal to a means for 
correlating distribution of binder to the electronic signal received (Image Processing and 
Analysis). The binder may be a polyisocyanate-based material, polymeric MDI, a 
polyisocyanate-based material having an oligomeric content of at least 20% or a 
polyisocyanate-based material having an oligomeric content of at least 25% (Materials 
and Methods). The means for correlating distribution of binder to the electronic signal 
received is a computer (Image Processing and Analysis) The camera used to image 
the visible wave emissions is also capable of converting the image to an electronic 
signal (Image Processing and Analysis). The transfer medium is exposed to long wave 
ultraviolet radiation (Introduction). A process for the production of wood strand board 
comprises applying a polyisocyanate to wood strands, monitoring the 
polyisocyanate/wood strand material in accordance with the method of Claim 1 until the 
polyisocyanate distribution is within a previously determined acceptable range, forming 
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the polyisocyanate/wood strand material into the desired shape or form, and subjecting 
the polyisocyanate/wood strand material to curing conditions (Introduction). 

Kamke et al does not disclose the percentage of the binder that must be present 
in the filter paper transfer medium. In re Boesch, 617 F.2d 272, 205 USPQ 215 
(CCPA 1980) teaches that optimization of a result-effective variable is ordinarily within 
the skill of one in the art. A result-effective variable is one that has well-known and 
expected results. The selection of the amount of binder transferred from the sample to 
the transfer medium is a result effective variable. Varying the amount of binder 
transferred from the sample has the well-known and expected result of improving the 
accuracy of the determination. Therefore, it would have been obvious to one of ordinary 
skill in the art to meet the transferred requirements of claimed at least 15-25% binder by 
modifying Kamke et al. and selecting the percentage binder transferred from the sample 
in order to ensure the accuracy of the determination of binder distribution in the sample. 

5. Claims 1-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hunt et al. (USP 6,867,421) in view of Kamke et al, supra. Hunt et al teaches a method 
for determining binder distribution on a sample comprising: exposing a sample to 
ultraviolet radiation to make the binder fluoresce; imaging visible wave emissions of the 
fluorescing binder present on sample onto a camera; converting the image generated to 
an electronic signal and relaying the electronic signal to a means for correlating 
distribution of binder to the electronic signal received (Claim 1). The binder may be a 
polyisocyanate-based material, polymeric NIDI, a polyisocyanate-based material having 
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an oligomeric content of at least 20% or a polyisocyanate-based material having an 
oligomeric content of at least 25% (Column 6 lines 16-27). The means for correlating 
distribution of binder to the electronic signal received is a computer (Image Processing 
and Analysis) The camera used to image the visible wave emissions is also capable of 
converting the image to an electronic signal (Column 5 lines 21-36). The sample is 
exposed to long wave ultraviolet radiation (Introduction). A process for the production of 
wood strand board comprises applying a poly isocyan ate to wood strands, monitoring 
the polyisocyanate/wood strand material in accordance with the method of Claim 1 until 
the polyisocyanate distribution is within a previously determined acceptable range, 
forming the polyisocyanate/wood strand material into the desired shape or form, and 
subjecting the polyisocyanate/wood strand material to curing conditions (Introduction). 

Hunt does not teach contacting the sample with a transfer medium. It is well 
known among those with ordinary skill in the art that a method of sampling the binder 
distribution is to transfer binder from a wood sample onto a transfer medium. Kemke 
teaches that this practice has been known since 1991 (Introduction, citing Kuo et al. 
reference). Transferring the binder to a transfer medium such as filter paper allows for 
easier handling and imaging, since the image is taken from a flat piece of paper rather 
than a piece of wood. Therefore, it would have been obvious for one of ordinary skill in 
the art to modify Hunt by transferring the binder from the sample wood to a filter paper 
in order to gain the advantages of easier handling and imaging. 

Neither Hunt et al nor Kemke et al discloses the percentage of the binder that 
must be present in the filter paper transfer medium. In re Boesch, 617 F.2d 272, 205 



Application/Control Number: 1 0/677, 1 87 Page 6 

Art Unit: 1743 

USPQ 215 (CCPA 1980) teaches that optimization of a result-effective variable is 
ordinarily within the skill of one in the art. A result-effective variable is one that has well- 
known and expected results. The selection of the amount of binder transferred from the 
sample to the transfer medium is a result effective variable. Varying the amount of 
binder transferred from the sample has the well-known and expected result of improving 
the accuracy of the determination. Therefore, it would have been obvious to one of 
ordinary skill in the art to meet the transferred requirements of claimed at least 15-25% 
binder by modifying Hunt et al. and Kamke et al. and selecting the percentage binder 
transferred from the sample in order to ensure the accuracy of the determination of 
binder distribution in the sample. 



Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

7. Claims 1 ,4 and 9-1 0 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of .U.S. Patent No. 6,867,421 in 
view of Kamke et al., supra. Claim 1 of the '421 patent does not claim contacting the 
sample with a transfer medium. It is well known among those with ordinary skill in the 
art that a method of sampling the binder distribution is to transfer binder from a wood 
sample onto a transfer medium. Kemke teaches that this practice has been known 
since 1991 (Introduction, citing Kuo et al. reference). Transferring the binder to a 
transfer medium such as filter paper allows for easier handling and imaging, since the 
image is taken from a flat piece of paper rather than a piece of wood. Therefore, it 
would have been obvious for one of ordinary skill in the art to modify claim 1 of the '421 

* 

patent by claiming transferring the binder from the sample wood to a filter paper in order 
to gain the advantages of easier handling and imaging. 

Neither the '421 patent's claim 1 nor Kemke et al claims the percentage of the 
binder that must be present in the filter paper transfer medium. In re Boesch, 617 F.2d 
272, 205 USPQ 215 (CCPA 1980) teaches that optimization of a result-effective 
variable is ordinarily within the skill of one in the art. A result-effective variable is one 
that has well-known and expected results. The selection of the amount of binder 
transferred from the sample to the transfer medium is a result effective variable. 
Varying the amount of binder transferred from the sample has the well-known and 
expected result of improving the accuracy of the determination. Therefore, it would 
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have been obvious to one of ordinary skill in the art to meet the transferred 
requirements of claimed at least 15-25% binder by modifying claim 1 of the '421 patent 
and Kamke et al. and claiming the percentage binder transferred from the sample in 
order to ensure the accuracy of the determination of binder distribution in the sample. . 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keri A. Moss whose telephone number is 571-272-8267. 
The examiner can normally be reached on 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)272-1700. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 

* 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Keri A. Moss 

/ JJiO Warden 
Supenvpory Patent Examiner 
Technology Center 1700 
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Examiner 
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KAM 6/22/07 



